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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address, 



Period for Reply \ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS\ 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. / 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)K Responsive to communication(s) filed on 19 January 2006 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-10 and 13-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E>3 Claim(s) 1-10 and 13-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 

U.S. Patent and Trademark Office ~ ~~ — — _ _ 

PTOL-326 (Rev. 7-05) Office Action Summary Part of Paper No./Mail Date - 



Application/Control Number: 10/618,032 
Art Unit: 1714 



Page 2 



DETAILED ACTION 



Claim Rejections - 35 USC § 112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 1-10 and 13-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

1. Applicant's invention as claimed fails to particularly point out and distinctly claim that 
which applicant considers the claimed process steps to be. Specifically, applicant sets forth a 
specific mixing procedure that does not distinctly define the invention. This procedure is set 
forth at the last five lines of claim 1 wherein applicant states that while continuing to mix said 
rubber composition in said mixer, the rubber composition is mixed under an extended mixing 
condition at a temperature within 10 degrees C of the pre-determined temperature for an 
extended period of 0.5 to 15 minutes. This process procedure does not define a distinct process 
procedure that could be considered separate from the initial procedure of the claim. The first 
mixing step has no end point. Therefore, the second mixing step cannot be considered a distinct 
and separate mixing step. In fact, applicant uses the term, "while continuing to mix", to define 
the second mixing procedure. Also, Applicant is advised that at line 1 of claim 1, the claimed 
process is comprised of at least one mixing step. This suggests that multiple steps are not 
required in the present process. 
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At the next to the last line of amended claim 1, the claim reads, " wherein said rubber 
composition is removed each of said mixing steps and cooled to a temperature below 40 degrees 
prior to the next mixing step." It appears that a word or phrase should be inserted after the word, 
"removed". 



Claim Rejections - 35 USC § 103 

> 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1- 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Zimmer et 
al. US Patent No. 6090880. Applicant is advised that Cabioch et al, US Patent No. 6013718 and 
Mabry et al, 6,075,084 are not relied upon. These references were inadvertently cited in the 
previous office action. However no description of their relevance was provided and they will not 
be further discussed herein. 



4. 



Zimmer et al discloses a tire comprised of : 
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(A) 100 parts by weight of at least one diene-based elastomer composed of 

(i) about 20 to about 50 phr of at least one modified copolymer elastomer of styrene or 
alpha-methylstyrene and conjugated diene selected from at least one of butadiene and 
isoprene, said modified elastomer being coupled or capped with tin or silicon and 

(ii) about 20 to about 50 phr of at least one elastomer selected from homopolymers of 
conjugated dienes selected from butadiene and isoprene, copolymers of said conjugated 
dienes, copolymers of said conjugated diene(s) with an aromatic hydrocarbon selected 
from styrene and alpha-methylstyrene, 

(B) about 30 to about 110 phr of reinforcing filler composed of 

(i) about 30 to about 90 phr of surface-modified reinforcing carbon black, said carbon 
black containing at least one moiety selected from silanol, siloxane, titanium oxide, 
titanium hydroxide, zirconium oxide, zirconium hydroxide and aluminum hydroxide 
groups on the surface thereof, and 

(ii) additional filler has about 10 to about 20 phr of at least one of precipitated silica 
containing silanol groups on the surface thereof and unmodified reinforcing carbon black, 

(C) at least one silica coupler having a moiety reactive with 

(i) at least one of said moieties contained on the surface of said surface-modified carbon 
black and 

(ii) with silanol groups on said silica, if silica is used, and another moiety interactive with 
at least one of said elastomer(s): and wherein about 60 to about 85 percent of the tin 
bonds in the modified copolymer elastomer are bonded to diene units of the styrene/diene 
copolymer. Various silica couplers can be used. One preferred coupler is a bis- 
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(trialkoxysilylalkyl) polysulfide containing from about 2 to about 8 sulfur atoms in the 
polysulfide bridge, alternatively an average of about 4 sulfur atoms in the polysulfide 
bridge. For example, the silica coupler can be bis-(3-triethoxysilylpropyl) tetrasulfide 
having an average of about 4 sulfur atoms in its polysulfide bridge or, in an alternative, a 
polysulfide having about 2 sulfur atoms in its polysulfide bridge. 

Conventionally a weight ratio of silica coupler to the said surface-modified carbon black, 
and precipitated silica, if used, is in a range of about 0.01/1 to about 0.25/1. 
The rubber compositions are prepared by mixing the aforesaid ingredients in a series of 
sequential mixing steps in which at least one of the mixing steps is conducted at an elevated 
temperature in a range of about 160 degree C to about 175 degree C. or to 180 degree C. prior to 
adding sulfur and vulcanization accelerators, in order to break the tin bonds in the coupled 
copolymer and to reduce the reaction time between the tin, silanol groups on the carbon black, 
alkoxy silane moiety on the silica coupler and the elastomers (themselves). The ingredients are 
typically mixed in at least two stages, namely, at least one non-productive stage followed by a 
productive mix stage. The final curatives are typically mixed in the final stage which is 
conventionally called the "productive" mix stage in which the mixing typically occurs at a 
temperature, or ultimate temperature, lower than the mix temperature(s) than the preceding non- 
productive mix stage(s). The rubber, silica, silica coupler, silica silylating agent, and carbon 
black if used, are mixed in one or more non-productive mix stages. The terms "non-productive" 
and "productive" mix stages are well known to those having skill in the rubber mixing art. In at 
least one of the non-productive (NP) mixing stages, the materials are thermomechanically mixed 
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and the mixing temperature is allowed to reach a temperature between 140.degree C. and 190 
degree. C. 

The Carbon black used in the invention is modified by being surface treated with a silane 
by the following method: 

An oven is purged with a nitrogen to create an inert gaseous atmosphere within the oven. 
After gently crushing the carbon black, 0.5 grams of tetraethoxysilane per gram of carbon 
black are added to the carbon black. The homogenized mixture is then placed in a 
tempered alumina crucible. The crucible is placed in the oven. The oven is purged with 
nitrogen from about 30 minutes and then heated up to about 800.degree C. for about two 
hours. The crucible is then removed from the oven and the contents cooled to about room 
temperature which is typically in a range of about 22 degree C. to about 25 degree. C. 
See col. 1, line 49 through col. 10, line 18. 

No patentable difference is readily ascertained between the present and patented 
inventions. Selection of species from within the genus of components disclosed by patentee 
would have been obvious to one of ordinary skill in the art at the time of applicant's invention. 

Response to Arguments 

1. Applicant's arguments filed 1/19/2006 have been fully considered but they are not 
persuasive. Applicant argues that there is no teaching within Zimmer to provide an extended 
mixing of the ingredients in the first non-productive mixing step at a temperature within 10 
degrees C of the "reached" temperature between 140 degrees C and 190 degrees C. (after 



Application/Control Number: 10/618,032 Page 7 

Art Unit: 1714 

reaching the predetermined temperature) of which the extended mixing step is designed and 
required by applicant's process. This argument is not persuasive because as pointed out in the 
rejection under 35 USC 112 above applicant states that while continuing to mix said rubber 
composition in said mixer, the rubber composition is mixed under an extended mixing condition 
at a temperature within 10 degrees C. of the pre-determined temperature for an extended period 
of 0.5 to 15 minutes. This process procedure does not define a distinct process procedure that 
could be considered separate from the initial procedure of the claim. The first mixing step has no 
end point. Therefore, the second mixing step cannot be considered a distinct and separate mixing 
step. In fact, applicant uses the term, "while continuing to mix", to define the second mixing 
procedure. The temperature and time limitations of within 10 degrees C. of the pre-determined 
temperature for an extended period of 0.5 to 15 minutes set forth in the claims do not provide a 
clear line of demarcation between initial and subsequent mixing steps. If the first and second 
temperatures are both 140 degrees C. applicant's temperature limitation is met because 140 
degrees C is within 10 degrees of 140 degrees C. Applicant has not shown a clear distinction 
over the invention of Zimmer et al. 



Information Disclosure Statement 



Applicant is advised that any prior art cited on a form 1449 must include a month and 
year of publication to be fully considered. 
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Conclusion 

2. Applicant's amendment deleting claims 11 and 12 necessitated the new ground(s) of 
rejection presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. See 
MPEP § 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kriellion A. Sanders whose telephone number is 571-272-1122. 
The examiner can normally be reached on Monday through Thursday 6:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Kriellion A. Sanders 
Primary Examiner 
Art Unit 1714 



